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Appellants provide herewith additional argument in rebuttal to 

arguments presented in the Examiner's Answer mailed April 6, 2000. 

I. THE TEACHINGS OF THE PRIMARY REFERENCE AND 
EBERLY , JR. , ET AL. 1 488 ARE NOT PROPERLY 
COMBINABLE BECAUSE CONDITIONS DURING AUTOMOBILE 
EXHAUST GAS PURIFICATION SYSTEM USE DIFFER 
FROM CONDITIONS DURING HYDROCARBON CONVERSIONS 

Claims 3, 5, 6, 12, and 14 stand rejected under 35 USC 103 as 

unpatentable over Hei ^247 in view of Eberly, Jr. et al . *488. A 

major issue in the appeal is whether one of ordinary skill in the 

art would seek to modify the ratio of silica to alumina disclosed 

in the primary reference with a higher ratio disclosed in the 

secondkry reference . Argument has been presented in the Brief On 

Appeal why one of ordinary skill in the art would not be led to such 

a combination. See pages 6 to 10 of that paper. 
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Eberly, Jr. et al. M88 is directed to catalyst used in 
reforming (conversion reaction) or hydrocracking while the present 
invention is directed to a system that is used for the purification 
of exhaust gas . 

In exhaust gas purification, tentatively absorbed HC in a 
zeolite in the exhaust gas purification system is desorbed and burnt 
out when the catalyst is warmed up to a temperature at which the 
catalyst burns desorbed HC effectively. The reaction undertaken is 
not a conversion reaction in the sense of reforming or hydrocracking 
hydrocarbons . 

Reforming operations are generally carried out at temperatures 
of 500 °C or less and, of course, the zeolite used in such an 
operation is exposed to such temperatures. See, for example, the 
marked-up copies of four pages of a pertinent Japanese language text 
about zeolite. In contrast, zeolite used in an exhaust gas 
purification system is exposed to temperatures of 850 °C and more. 
See, e.g., Table 1 at page 22 of the specification. 

The Examiner justifies the reference combination on the ground 
that "it is desirable for compositions to be thermally stable for 
exhaust gas treatment process due to the high temperatures 
involved 11 ; see page 2, lines 13 and 14 of the Answer. Appellants 
respectfully submit that the discussion of thermal stability in 
Eberly, Jr. et al . *488 would not lead the artisan to apply such a 
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teaching directly to a zeolite used for automobile exhaust gas 
purification systems . 

Appellants also respectfully point out that even though Eberly, 
Jr. et al. x 488 suggests using a ratio of silica to alumina of 50 
or more, the highest ratio shown in the working examples of the 
reference is 29. See Table IV at column 9. 

Moreover, when preparing reforming catalysts, the number of 
cations attached to the aluminum in the aluminum sites to be 
replaced by catalytic material in the lattice is important. The 
number of cations in the aluminum sites has a direct influence on 
the amount of the catalytic metal used for hydrocracking . In other 
words, a zeolite having a relatively lower Si/Al ratio is usually 
preferred for hydrocracking because the thermal stability of such 
zeolite is satisfactory for those purposes. 

In contrast, ion exchanged-zeolite used in the exhaust gas 
purification system of the present invention is stated to have an 
Si/Al ratio of 40 or more because a ratio of less than 40 causes the 
zeolite to have a hydrophilic property that is unsuitable for 
automobile exhaust gas purification systems; see the discussion in 
the specification at page 9, lines 15 to 20. 
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II. THE ALKALI METAL CONTENT CONTROL 
The Examiner asserts in the first full paragraph on page 5 of 
the Answer that appellants ' arguments regarding alkali metal content 
control are not persuasive because "less" embraces 0% and the 
primary reference shows 0% . Appellants respectfully dispute this 
position because there is no recognition of controlling alkali metal 
content in the prior art. Indeed, the paragraph bridging pages 5 
and 6 of the English translation of the primary reference gives a 
formula for zeolite where sodium and potassium may be present. 
There clearly is no recognition or suggestion of control of alkali 
metal content and that the control is a result-effective one. 

III. NO NEED TO HAVE A BET RECITATION IN THE CLAIMS 
The Examiner asserts in the paragraph bridging pages 6 and 7 
of the Answer that a reference need not teach the significance of 
BET because the term is "not defined in the claims." Appellants 
respectfully submit that it is not necessary for the claims to 
define the term before that property is assessed when considering 
patentability over the prior art. The value appears in the 
specification and appellants presented argument for patentability 
based thereupon during prosecution and in the Brief On Appeal at 
pages 10 and 11 under D. THE RESULT -EFFECTIVE VARIABLE IN 
APPELLANTS 1 CLAIMS. The third and fourth lines from the bottom of 
page 10 of the Brief On Appeal defines a high BET as "a specific 
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surface area at a high temperature." See also page 22 of the 
specification, particularly TABLE 1 and the paragraph immediately 
underneath the table. The showing regarding BET is evidence that 
may not be ignored when considering that patentability of the 
claimed invention over the prior art. Appellants submit with 
respect that the assertion in the second full paragraph of page 7 
of the Answer about the BET characteristic as "not. . .critical to the 
composition" is clear reversible error. 



For the reasons presented in the Brief On Appeal filed March 
10, 2000 and the reasons developed herein, it is respectfully 
submitted that claims 3, 5, 6, 12, and 14 are patentable and the 
rejection should be withdrawn. 



CAW/ch/jck 
Enclosures : 

4 Japanese text pages about 
zeolite with annotations 
Attorney Docket No . : WATK:040E 

PARKHURST & WENDEL, L.L.P. 
1421 Prince Street, Suite 210 
Alexandria, Virginia 22314-2805 
Telephone : (703) 739-0220 



IV. 



CONCLUSION 



June 6, 2000 
Date 




Charles A. Wen del 
Registration No. 24,453 
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